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1. Claims 1-6, 8-13, 15, and 17-18 are presented for examination. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary skill in the art to 
which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-6, 8-13, 15, and 17-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Guttag et al. (Patent No. 6,173,394) in view of applicant's 
specification. 

4. The rejection and arguments presented in the examiner's previous action 
(Paper No. 3, mailed 7/1/02) continue and are hereby incorporated by reference. 
Since applicants have merely reshuffled their original claim elements without 
introducing any new claim limitations, the examiner will merely respond to their 
arguments. 

5. Applicants have argued (a) Guttag does not teach when executing a native 
instruction which is emulating a non-native instruction determining if a flag- 
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modification-enable bit prevents modification of a flag, and (b) there is no support 
for a motivation to combine Guttag's teachings with the prior art knowledge taught 
by applicants' specification. 

6. Clearly, Guttag taught a flag-modification-enable bit in an instruction, and 
clearly, applicants taught it was known prior art to use RISC instructions to emulate 
variable length X86 instructions (see the examiner's previous action). Applicants 
also pointed out in the Background of the Invention that those familiar with the prior 
art recognized that the emulation instructions can corrupt flags by their execution 
that are needed for the execution of subsequent instructions (i.e., there was a need to 
decouple the handling of the flags from the instruction type). The prior art cited in 
applicants' specification taught the problem which needed to be solved, and Guttag 
taught the solution for the problem. That is all the motivation one of ordinary skill 
needs. 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 
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8. Claims 1-6, 10-13, and 15 are rejected under 35 U.S.C. 102(b) as being clearly anticipated 
by Favor (WO 97/13194). 

9. The examiner would recommend that applicants read page 35, line 1 through page 38, line 
1 1, at a minimum, before responding. The examiner also views applicants other claims as being 
clearly anticipated by Favor but has avoided making such a rejection to preclude unnecessary 
prolongation of the prosecution. Also, the examiner considers his first rejection citing Guttag in 
view of applicants 5 specification to be a totally valid rejection of applicants' current claim 
language. 

10. Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1 .136(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the date of this final 
action. 
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1 1 . Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to William M. Treat whose telephone number is (703) 305-9699. The 
examiner is part of a pilot work-at-home project in which he works from home one day each 
week, and he works a flexible schedule, but he can normally be reached during the afternoons and 
evenings on four of the five weekdays. 




WILLIAM M. TREAT 
PRIMARY EXAMINER 



